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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e). was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/15/05 has been entered. 

Applicant's arguments filed 12/15/05 have been fully considered but they are not 
persuasive. 

Applicants arguments are based on the assertion that the instant method does 
not require a 3'UTR.The new grounds of rejection set forth below make moot applicants 
arguements. 

The following is a quotation of the first paragraph of 35 U.S.C, 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 , 5 and 6 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This is a new matter rejection. 

Claim 1 has been amended to recite "due to a lack of a 3' terminal sequence. . ." 
This limitation adds new matter to the invention since the application a described in the 
specification as filed is drawn to constructs that have an "absence of appropriate 3' 
terminal sequence (3'UTR)" (see page 7), or "absence of the normal 3' terminal 
sequence" (see page 11). The claim as now amended reads on a construct that now 
lacks a 3' terminal sequence which appears to broaden the scope of the invention to 
include, for example, circular oligonucleotides. The claims are now not limited to lacking 
normal or appropriate sequences but to also include lacking a 3' terminal sequence per 
se. If applicant believes the specification as filed provides support for such 
embodiments applicant is requested to point to such support with particularity. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1,5, 67, and 68 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Waterhouse et a! [US 6,423,885 B1]. 

Waterliouse et a! disclose in claims methods of reducing the phenotypic 
expression of a nucleic acid of interest by providing unpolyadenylated target specific 
RNA comprising a target specific nucleotide comprising a nucleotide sequence 
essentially identical to a nucleic acid of interest in sense orientation into the nucleus of a 
cell of a eukaryotic organism sequence where the RNA (see columns 7 and 9, for 
example) is produced by transcription from a chimeric DNA that comprises a promoter 
(which can be constitutive, inducible, or tissue specific, for example; see columns 16 
and 17, for example) operably linked to a sense sequence corresponding to the target 
nucleic acid. At column 17 it is disclosed that the unpolyadenylated RNA (an RNA 
lacking normal 3" terminal sequence) can be expressed from a chimeric construct 
comprising a target specific DNA region operably linked to a plant expressible promoter 
and linked to a DNA region comprising a 3' end formation signal but not a 
polyadenylation signal. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 6 and 69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Waterhouse et al as applied to claims 1, 5, 67, and 68 above, and further in view of 
Taira et al. 

Waterhouse et al is relied upon as above and additionally for the teachings at 
columns 10, 1 1 , and 15. At columns 10-1 1 it is disclosed that the constructs of the 
invention can comprise more than one target-specific nucleotide sequence. At column 
15 it is disclosed that the constructs can contain target specific nucleotide sequences 
separated by multiple self cleaving ribozymes to produce several different target specific 
RNAs. At column 17 it is disclosed that the unpolyadenylated RNA (an RNA lacking 
normal 3" terminal sequence) can be expressed from a chimeric construct comprising a 
target specific DNA region operably linked to a plant expressible promoter and linked to 
a DNA region comprising a 3' end formation signal but not a polyadenylation signal as 
an alternative method for producing unpolyadenylated RNA via self splicing ribozymes. 
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Although clearly embraced within the scope of the disclosure, Waterhouse et al 
do not specify that the different RNAs containing different target specific sequences are 
targeted to different genes. 

Taira et al. have taught the use of constructs comprising self cleaving 
ribozymes to make several antisense based molecules from a vector. At column 6 it has 
been taught that the vectors may contain a number various concatameric units and that 
each concatameric unit can be targeted to different RNAs. 

One in the art would clearly have combined the teachings of the prior art to make 
chimeric vectors as taught by Waterhouse that comprise different target specific RNAs 
expressed from a chimeric construct comprising a target specific DNA region operably 
linked to a plant expressible promoter and linked to a DNA region comprising a 3' end 
formation signal but not a polyadenylation signal as an alternative method for producing 
unpolyadenylated RNA via self splicing ribozymes where it has been specifically taught 
by Taira et al that one could clearly include inhibitory RNAs in concatameric constructs. 
Tiara et al have suggested, for example, that the different RNAs could be targeted to 
sequences of virus that are known to be different in different strains, for example. 

The invention as a whole would therefore have been prima facie obvious to one 
in the art at the time the invention was made. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sean R, McGarry whose telephone number is (571) 
272-0761. The examiner can normally be reached on M-Th (6:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). - 



R McGarry 
Primary Examiner 
Art Unit 1635 



